REMARKS 

Of the pending claims, claims 24 and 26 are rewritten from dependent form to 
independent form. With this response, claims 2-6, 10-11, 13, and 21-32 are now pending. 

Applicant authorizes the Commissioner to deduct any fees relating to this document 
required under 37 C.F.R. §§ 1.16 to 1.21 from Howrey Simon Arnold & White, LLP Deposit 
Account No. 01-2508/1 1 149.0029.DVUS01/BNT. 

L Claim objections 

Claims 24 and 26 were objected to as allegedly being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. These two claims have been rewritten in independent 
form with this response in order to obtain allowable claims. 

II. Rejection under 35 U.S.C. § 102 

Claims 2, 4-6, 10-11, and 25 were rejected under 35 U.S.C. § 102(b) as allegedly being 
anticipated by Mangano (U.S. Patent No. 5,722,260). 

Applicant respectfully notes that Mangano does not teach all of the elements of these 
claims. Mangano suggests a magnetically sealed clamshell clasp that can be used to releasably 
attach the ends of a necklace. Each end of the necklace contains a loop that is placed over a 
hook on one side of the clamshell clasp. The clasp can be opened by pivoting the top and bottom 
halves around a central hinge, breaking the magnetic connection. 
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Mangano does not anticipate independent claim 6 

Independent claim 6 describes a jewelry article comprising a setting having a mounting 
portion, a first body portion, and a second body portion. The second body portion magnetically 
couples with the first body portion. 

The claim describes the first body portion as having a holding portion capable of holding 
the mounting portion except from at least one direction. The second body portion is capable of 
holding the mounting portion from the at least one direction when magnetically coupled to the 
first body portion. The first and second body portions are separable from each other in the at 
least one direction to break the magnetic coupling between them. 

If one were to attempt to apply the claim limitations to Mangano's jewelry clasp, it 
becomes clear that Mangano does not anticipate independent claim 6. 

Claim 6 requires that the body portions are separable in the at least one direction to break 
the magnetic coupling. The clamshell clasp of Mangano pivots open, so the "iat least one 
direction" must be along this pivoting axis (e.g. perpendicular to the page in Figure 2A, or 
vertically in the page in Figure 2B). 

Claim 6 states that the first body portion has a holding portion capable of holding the 
mounting portion except from at least one direction. The Examiner indicated that Mangano's 
element 40 is the first body portion (the top half of the clamshell in Figure 2A). However, 
Mangano's element 40 does not hold the mounting portion. The pair of hooks (72 and 74) hold 
the mounting portion in Mangano, and they are on the second body portion (the bottom half in 
Figure 2A). The Examiner indicated that the first body portion has holding portions 46 and 48. 
However, Mangano clearly describes these concave recesses as aligned for accommodating, and 
to conform with the uppermost convex portions of hooks 72 and 74. These recesses do not hold 
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the setting, but rather accommodate the hooks present on the bottom half of the clamshell. 
Accordingly, Mangano fails this element of claim 6. 

Even if one were to reverse the two halves of Mangano (i.e. element 50 is the first body 
portion and element 40 is the second body portion), Mangano still does not anticipate 
independent claim 6. Element 50 does contain the pair of hooks that hold mounting portions 22 
and 24. However, the pair of hooks hold the mounting portions in the "at least one direction" 
(the pivoting axis of the clamshell). The hooks prevent the mounting portions from moving 
perpendicularly from the face of the clasp (i.e. the mounting portion cannot move perpendicular 
to the page in Figure 2A, or vertically in the page in Figure 2B). Again, Mangano fails this 
element of claim 6. 

As Mangano fails to fall within the scope of independent claim 6, it must also fail to fall 
within the scope of its more narrow dependent claims 2 and 4-5. 
Mangano does not anticipate independent claim 11 

Independent claim 1 1 describes a jewelry article comprising a setting, a first means for 
holding the setting except from at least one direction, a second means for holding the setting 
from the at least one direction, a means for magnetically coupling the first and second means for 
holding the setting, and means for separating the first and second means in the at least one 
direction to break the magnetic coupling. 

The Examiner indicated that Mangano contains all of these elements. Specifically, the 
Examiner asserted that Mangano' s element 20 is a setting, element 40 is a first means, element 
50 is a second means, elements 32 and 34 are means for magnetically coupling, and element 45 
is means for separating the first and second means. 



8 of 13 



Serial No. 10/684,938 
Response to Office Action Dated June 15, 2004 



Applicant respectfully disagrees with the Examiner's assertion. As discussed above with 
reference to independent claim 6, the pair of hooks (72 and 74) hold the setting from the bottom 
half of the clamshell design. Concave indentations 46 in the top half of the clamshell are aligned 
for accommodating, and to conform with the uppermost convex portions of hooks 72 and 74, but 
do not hold the setting. 

Accordingly, Applicant believes that Mangano does not suggest a jewelry article 
comprising all of the elements of independent claim 1 1, or its more narrow dependent claims 10 
and 25. 

Applicant respectfully requests that the rejections of claims 2, 4-6, 10-11, and 25 under 
35 U.S.C. § 102 be withdrawn. 

III. Rejection under 35 U.S.C. § 103 

1. Claim 3 was rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
Mangano in view of Indiveri et al. (U.S. Patent No. 6,305,192 Bl; hereinafter "Indiveri"). 

The Examiner indicated that Mangano failed to disclose that the magnetic element is a 
rare earth element. Indiveri is cited as suggesting the preparation of jewelry containing a pair of 
magnetic elements. The magnetic elements are preferably rare earth magnets. 

As discussed above with regards to the anticipation rejection, Mangano fails to teach the 
claim elements of independent claim 6. Applicant does not dispute that Indiveri suggests the use 
of rare earth magnets in earrings and ear piercing systems, but combining the rare earth magnets 
of Indiveri into the clamshell design of Mangano does not overcome the shortcomings of 
Mangano discussed earlier. 
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2. Claims 2, 4-6, 10-11, 13, 21-23, 25, 27, and 29-32 were rejected under 35 U.S.C. § 
103(a) as being allegedly unpatentable over Hendricks (U.S. Patent No. 5,228,317) in view of 
Mangano. 

Hendricks suggests a two-shank ring design, where the two shanks are linked by a pin. 
The two shanks can rotate around the pin, allowing for a gemstone prong setting to be placed 
when the shanks are separated, but locked in place when the shanks are aligned to form a finger- 
hole. 

The Examiner indicated that "Hendrick fails to provide a reliable means to releasably 
retain the first body portion engaged with the second body portion while holding the mounting 
portion when the article of jewelry is not being worn." (Office Action, page 7). 

The Examiner suggested that it would have been obvious to introduce the magnetic 
coupling from Mangano in the Hendricks jewelry article in order to prevent the accidental loss of 
the setting when the ring was not being worn. 

Applicant respectfully disagrees with the Examiner's rejection of the claims. Even if one 
were to add a magnetic coupling mechanism from Mangano into the ring design suggested by 
Hendrick, one would still not arrive at the claimed invention. 

Independent claims 6 and 1 1, as discussed above, provides that the first and second body 
portions are separable from one another in the at least one direction to break magnetic coupling 
between the body portions. The combined Mangano and Hendrick ring would not satisfy this 
requirement. 

The Examiner indicated that Hendricks 5 element 23 is a "first means", that element 27 is 
a "second means", and that element 29 is a means for coupling. If so, then the first means and 
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second means would have to be separable from one another in the at least one direction. The "at 
least one direction" is the direction in which the first body portion's holding portion is not 
capable of holding the mounting portion. Accordingly, using Hendricks' Figure 2 as a reference, 
this direction would be vertically out of the page passing through the second means. 

Hendricks is clear that the two ring shanks separate by rotating about pin 29, staying in 
the plane of the page of Figure 2. The two ring shanks cannot separate by lifting one of the 
shanks away from the other perpendicular to the page of Figure 2. This is specifically taught as 
an advantage, as the prong setting base is locked into the gem setting receiving hole and cannot 
be dislodged unless the second shank is slid away (Hendricks, column 1, lines 61-67). Hendricks 
also states that "It is preferred that the pin 29 be a rivet or another pivot connecting means which 
holds the two shanks 23 and 27 tightly together so that there is a rubbing friction between the 
two shanks to maintain/hold the two shanks in whatever position they are placed (column 3, lines 
47-51). 

Were one to add magnetic coupling to the Hendricks ring design, it would still not satisfy 
the "separable from one another in the at least one direction" requirement of the pending claims. 
One would not at all be motivated to replace the Hendricks pin with a magnetic coupling, due to 
Hendricks' extensive teaching of the importance of the pin in the ring design. 

3. Claims 3 and 28 were rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable 
over Hendricks in view of Mangano as applied to claims 6 and 27, and further in view of 
Indiveri. 

Adding the rare earth magnets of Indiveri to the combination of Hendricks and Mangano 
discussed in the previous section does not overcome the shortcomings of Hendricks and 
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Mangano. As discussed before, even if one were to combine Hendricks and Mangano, at least 
one element of the independent claims would still be missing. The addition of a rare earth 
magnet would not provide this missing claim element. 

The Examiner's various obviousness rejections fail to provide all of the claim elements, 
even if the various references were combined in the manner suggested. Accordingly, Applicant 
requests that the rejections of claims 2, 4-6, 10-11, 13, 21-23, 25, 27, and 29-32 under 35 U.S.C. 
§ 103 be withdrawn. 

******* 

In light of the above amendments and remarks, reconsideration and withdrawal of the 
outstanding objections and rejections are respectfully requested. All amendments are made in a 
good faith effort to advance the prosecution on the merits. Applicant respectfully submits that no 
amendments have been made to the pending claims for the purpose of overcoming any prior art 
rejections that would restrict the literal scope of the claims or equivalents thereof. Applicant 
reserves the right to subsequently take up prosecution of the claims originally filed in this 
application in continuation, continuation-in-part, and/or divisional applications. 

The Examiner is encouraged to call the undersigned should any further action be required 
for allowance. 
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Respectfully submitted, 




Christopher J. Buntel, Ph.D. 
Reg. No. 44,573 
Customer No. 23369 
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HEART & COMPANY 
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750 Bering Drive 
Houston, TX 77057-2198 
(713) 787-1569 

July 13,2004 
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